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DECI SI ON ON APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of clainms 1 through 13 and 15 through 18. C aim 14,

the only other claim stands all owed.:

W affirmin-part and add a new ground of rejection.

! The exam ner's conmmuni cation nail ed Decenber 8, 1997 (Paper No. 15)
i ndi cates that applicant's anendnent fil ed Novenber 21, 1997 (Paper No. 14)
has been entered and claim 14 is allowabl e.
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THE | NVENTI ON

The appellant's invention relates to a nethod of applying
an elastic |abel to a container (specification, p. 1). A copy
of the clainms under appeal is set forth in the appendix to the
appel lant's brief.:>

Claim1l is illustrative of the subject matter in issue
and reads as foll ows:

A net hod of applying an elastic segnent of sheet materi al
having a | eading end and a trailing end unattached to
the leading end to the surface of an article, said
met hod conpri si ng:

stretching the segnent to elastically deformthe | abel

and increase the distance between the | eading and
trailing ends,

appl ying said segnment while so stretched to the article
by adhering the | eading end of the stretched segnent
to the article with a fast acting adhesive which
substantially adheres the | eading end of the
stretched segnent to the article while the stretched
segnent is in an elastically deforned condition,
wr appi ng the stretched segnent around said article
and securing the trailing end of the stretched
segnent to said |eading end or to the article,
wher eby said segnent as applied to the article is in
the elastically deforned condition.

2 The clains in the appendi x are correct with the exception of claim 14 which,
as noted in the previous footnote, was anended subsequent to subm ssion of the
appellant's brief and appendi x.
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THE PRI OR ART

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed cl ai ns are:

Herdzina et al. (Herdzina) 4,216, 044 Aug. 5,
1980

Di ckey 4,923, 557 May 8,
1990

THE REJECTI ONS

Clains 1 through 6 and 12 through 18 stand rejected under
35 U.S.C. 8 112, second paragraph, as being indefinite for
failing to particularly point out and distinctly claimthe
subj ect matter which applicant regards as the invention.

Clainms 1 through 13 and 15 through 18 stand rejected
under 35 U. S.C. § 103 as bei ng unpatentable over Dickey in
vi ew of Herdzi na.

Rat her than reiterate the conflicting viewoints advanced

by the exam ner and the appellant regardi ng the above-noted
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rejections, we nmake reference to the exam ner's answer (Paper
No. 12, mmil ed Septenber 16, 1997) for the conplete reasoning
in support of the rejections, and to the appellant's brief

(Paper No. 11, filed July 24, 1997) and reply brief (Paper No.

13, filed Novenber 21, 1997) for the argunents thereagainst.

OPI NI ON
In reaching our decision in this appeal, we have given
careful consideration to the appellant's specification and
clainms, to the applied prior art references, and to the
respective positions articulated by the appellant and the
exam ner. As a consequence of our review, we make the

determ nati ons which foll ow

The 35 U.S.C. §8 112, second paragraph, rejection.
We cannot sustain the examiner's rejection of appellant's

claims 1 through 6 and 12 through 18 under 35 U.S.C. § 112.
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The examner in rejecting clainms 1 through 6 and 12
t hrough 18 under the second paragraph of 35 U S.C. § 112
points out that "[t] he | anguage 'fast acting adhesive' which
appears in each of independent clains 1 and 12 renders the
clainms indefinite for being overly subjective and not being
representative of any definite type of adhesive" (final
rejection, page 2).

Appel l ant' s response argues that the wording of each of
i ndependent clains 1 and 12 describes how the fast acting
adhesive is used, and in doing so satisfies the Section 112
requi renent that a claimreasonably apprise those of skill in

the art of its scope (brief, pages 7-8).

A decision as to claimindefiniteness requires a
determ nati on of whether those skilled in the art would

understand what is clained. See Angen |Inc. v. Chugai

Phar maceutical Co., 927 F.2d 1200, 1217, 18 USP@d 1016, 1030

(Fed. Gir. 1991).

We note that although the present specification does not
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utilize the term nology "fast acting adhesive," it does
descri be that the adhesive "bonds very quickly and strongly to
the |l abel and to the container, such that it prevents or

m nimzes relaxation of the |abel as it |eaves the vacuum drum
and bonds to the container” (specification, page 3, lines 22-
25). Additional explanation is provided that "[t]o prevent
the |l abel fromslipping on the container due to its greater
peri pheral speed, an adhesive which bonds strongly and quickly
may be used" (specification, page 4, |lines 21-23).

In our view one of ordinary skill in this art would
understand that the term nol ogy "fast acting adhesive," when
read in light of the specification, neans the adhesive
prevents the | eading edge of the |abel fromslipping with
respect to the container. The reason for preventing the
slippage is clear, i.e., to nmaintain the |label in the
stretched condition.

Accordingly, in our view "fast acting adhesive" is clear
in the context of these clains and we do not sustain the

exam ner's rejection of appealed clains 1 through 6 and 12
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t hrough 18 under the second paragraph of 35 U S.C. § 112.

NEW GROUNDS COF REJECTI ON

Under the authority of 37 CFR 8§ 1.196(b), this panel of
the Board introduces the follow ng new grounds of rejection as
to clainms 1 through 6, 10 and 11

Clainms are considered to satisfy the requirenents in the
second paragraph of ' 112 if they define the netes and bounds
of the claimed subject matter with a reasonabl e degree of

precision and particularity. See In re Venezia, 530 F. 2d 956,

958, 189 USPQ 149, 151 (CCPA 1976).

Clainms 1 through 6, 10 and 11 are rejected under 35
U S C
8§ 112, second paragraph, as being indefinite for failing to
particularly point out and distinctly claimthe subject matter
whi ch applicant regards as the invention.

The first step in claiml recites the step of "stretching
the segnent to elastically deformthe |abel...," however there
is no antecedent for "the | abel” and w thout such antecedent

it is not apparent how stretching the segnent causes
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deformation of the |abel.
Al t hough we have rejected clains 1 through 6, 10 and 11

as being indefinite, in the interest of avoiding pieceneal

appellate reviewwe will treat claim1 as though "the | abel"
in step (1) were -- the segnent --, and proceed to consider
t he

8 103 rejection on that basis. Cf. Ex parte Saceman, 27

USPQRd 1472, 1474 (Bd. Pat. App. & Int. 1993).

The 35 U.S.C. § 103 rejection of clains 1 through 13 and 15
t hrough 18.

We reverse the rejection of clains 1 through 6, 10
t hrough 13 and 15 through 18 under 35 U.S.C. 8 103 as being
unpat ent abl e over Dickey in view of Herdzina and we affirmthe
rejection of clainms 7 through 9 under 35 U S.C. §8 103 as being
unpat ent abl e over Dickey in view of Herdzina.

Method claim 1l requires, inter alia, the step of applying
the | eadi ng edge of the "stretched segnent” to the article
wi th an adhesi ve.

A review of the Herdzina reference reveal s that

9
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stretching the |abel onto the article is acconplished by
permtting the article to "be rotated at a surface speed
considerably in excess of the surface speed of the support
surface 66 on which the label is carried" (col. 7, lines 24-
26). This suggests to us that at the nonent when the |eading
edge of the | abel contacts the article there is no stretching
of the label, but at a nonent |later the stretching is begun.

It is the examiner's view that Herdzina teaches
stretching the |labels and applying themto the container "in a
stretched condition" (answer, page 6) and that "[i]t would
have been obvious to one having ordinary skill in the art to
stretch Dickey's labels in the manner taught by Herdzi na"
(answer, pages 4-5).

The appel | ant argues that nothing in Herdzi na provides
any teaching of how the "stretched" |abel will be secured to
the container (brief, page 5).

In our view the step of applying the stretched segnent,
as recited in clains 1 and 12, is not taught by Herdzina. W

note that claiml recites elastically stretching the segnment

10
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and applying "said segnent while so stretched to the
article...." Thus, the appellant's claim11 requires stretching
prior to applying the label to the article whereas, as noted
above, Herdzina teaches the stretching does not begin until a
nmoment after the label is applied to the article. The
| anguage in the other independent nethod claim claim112, is
simlar in that it requires applying and nounting the
el astically defornmed segnent onto the article. |In our view
Her dzi na does not teach or suggest the applying step of
appellant's clains 1 and 12. Accordingly, we cannot sustain
the examner's rejection of appealed clains 1 and 12, or of
claims 2 through 6, 10, 11, 13 and 15 t hrough 18 whi ch depend
therefrom under 35 U.S. C. § 103.

Turning to the examner's rejection of article clains 7
through 9, we note that claim7 recites:
7. An article having a body portion and a segnent of
sheet material wapped around it and secured to it, said
segnent having a | eading edge and a trailing edge,

sai d segnent being elastic and being in a stretched,
el astically deformed condition on the article such that the
| ength of said segnent between said | eading and trailing edges

of said segnent on said article is greater than the | ength
bet ween said | eading and trailing edges of said segnent in a

11
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rel axed condition,

said |l eading and trailing edge of said segnment being
detached from one anot her or secured together only by
adhesi ve.

It is the appellant's view that article clainms 7 through
9 avoid the 35 U S.C. §8 103 rejection over Dickey in view of
Herdzina for the same reasons as expressed with respect to the
met hod clains, e.g., that Herdzina does not provide a
satisfactory teaching of applying a stretched | abel as
prescribed in appellant's nmethod clains (brief, page 7).

W observe that Herdzina discloses that cans are first
heated for accepting | abels to be adhered thereto by a heat
activated adhesive on the labels (col. 3, lines 28-33). As
noted above, the | abels may be applied to the cans while
stretching the labels, resulting in a stretched | abel being
affixed to each can.

However, although in the Herdzina process the |abel is
stretched when being applied to the can, rather than prior
thereto, in each case the resulting article would be a | abel ed

can which satisfies the limtations of the appellant's claim

7. The limtations of clains 8 and 9 are al so di scl osed by

12
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Herdzina at, for exanple, col. 2, lines 66-69 and col. 3,
l'ines 1-2.

Qur conclusion that Herdzina satisfies all the
l[imtations of clainms 7 through 9 is tantanount to a hol ding
that those clains are anticipated under 35 U.S.C § 102(b).
Nevertheless, it is proper to sustain the 8 103 rejection
because | ack of novelty is the epitone of obviousness. See In

re Fracalossi, 681 F.2d 792, 794, 215 USPQ 569, 571 (CCPA

1982) .
Accordingly, we sustain the exam ner's rejection of

appeal ed clainms 7 through 9 under 35 U. S.C. § 103.

CONCLUSI ON

To summari ze, the decision of the exam ner to reject
claims 1 through 6 and 12 through 18 under 35 U.S.C. 8 112 is
reversed; a new 35 U.S.C. 8§ 112, second paragraph, rejection
of 1 through 6, 10 and 11 is entered pursuant to 37 CFR
1.196(b); the decision of the examiner to reject clains 1

t hrough 6, 10 through 13 and 15 through 18 under 35 U S.C. 8§

13
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103 is reversed; and the decision of the exam ner to reject
clainms 7 through 9 under 35 U S. C 8§ 103 is affirned.

In addition to affirmng the exam ner's rejection of one
or nore clains, this decision contains a new ground of
rejection pursuant to 37 CFR 8§ 1.196(b) (anmended effective
Dec. 1, 1997, by final rule notice, 62 Fed. Reg. 53,131,
53,197 (Cct. 10, 1997), 1203 Of. Gaz. Pat. & Trademark O fice
63, 122 (Cct. 21, 1997)). 37 CFR § 1.196(b) provides that,
"[a] new ground of rejection shall not be considered final for
pur poses of judicial review"

Regarding any affirmed rejection, 37 CFR § 1.197(b)
provi des:

(b) Appellant may file a single request for rehearing

within two nonths fromthe date of the origina

deci sion. ...

37 CFR 8 1.196(b) al so provides that the appellant,

WTH N TWO MONTHS FROM THE DATE OF THE DECI SI ON, nust exerci se

one of the followng two options wth respect to the new
ground of

rejection to avoid term nation of proceedings (8 1.197(c)) as

14
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to the rejected clains:

(1) Submit an appropriate anendnent of the clains so

rejected or a showng of facts relating to the clains

so rejected, or both, and have the matter reconsidered

by the exam ner, in which event the application will be

remanded to the exam ner.

(2) Request that the application be reheard under

§ 1.197(b) by the Board of Patent Appeals and

I nterferences upon the same record. :

Shoul d the appellant elect to prosecute further before
the Primary Exam ner pursuant to 37 CFR 8 1.196(b)(1), in
order to preserve the right to seek review under 35 U S.C. 88§
141 or 145 with respect to the affirnmed rejection, the
effective date of the affirmance is deferred until concl usion
of the prosecution before the exam ner unless, as a nere
incident to the limted prosecution, the affirmed rejection is
over cone.

| f the appellant el ects prosecution before the exam ner
and this does not result in allowance of the application,
abandonnent or a second appeal, this case should be returned

to the Board of Patent Appeals and Interferences for final

action on the affirmed rejection, including any tinely request

15
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for rehearing thereof.

No tinme period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR
8§ 1.136(a).

AFFI RVED- | N- PART; 37 CFR 8§ 1.196(b)

16
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